United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/593,484 


10/17/2006 


Jochen Klock 


GRT/4804-3 


2594 



23117 7590 07/28/2009 

NKON & VANDERHYE, PC 

901 NORTH glebe ROAD, 1 ITH FLOOR 

ARLINGTON, VA 22203 



EXAMINER 



LUKTON, DAVID 



PAPER NUMBER 



1654 



MAIL DATE 



DELIVERY MODE 



07/28/2009 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 





Application No. 

10/593,484 


Applicant(s) 

KLOCK ET AL. 


Examiner 
DAVID LUKTON 


Art Unit 

1654 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 
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The following is a quotation of the first paragraph of 35 U.S.C. §112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it in such full, clear, concise and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-12 are rejected under 35 U.S.C. § 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or 
use the invention. 

The specification asserts that the claimed compounds are effective to successfully treat 
wrinkled skin, and that the compounds are effective to thicken the epidermis, to repair the 
skin's lipid barrier, to minimize hair loss and to promote hair growth. 

However, no evidence is provided that any of this is true. Experiments are proposed 
(paragraphs 0129-0130 of PG Pub 2008/0234344), but no data is presented. 
Applicants' "results" are entirely consistent with inactive compounds. 

As stated in Ex parte Forman (230 USPQ 546, 1986) and In re Wands (8 USPQ2d 
1400, Fed. Cir., 1988) the factors to consider in evaluating the need (or absence of need) 
for "undue experimentation" are the following: quantity of experimentation necessary, 
amount of direction or guidance presented, presence or absence of working examples, 
nature of the invention, state of the prior art, relative skill of those in that art, 
predictability or unpredictability of the art, and breadth of the claims. 
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One cannot "predict" the pharmacological activity of a compound merely by viewing 
its structure. Accordingly, "undue experimentation" would be required to practice the 
claimed invention. 

Claim 1 is objected to on grammatical grounds. The indefinite article should precede 
"compound", i.e., either of the following: 

A compound represented by formula I 
- or- 

A compound of formula I 

(Claims which are dependent on claim 1 should begin with the definite article, i.e., 
"the"). 

Claims 1-12 are rejected under 35 U.S.C. §112 second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which apphcant 
regards as the invention. 

In formula I (claim 1), the group "-N-(AA)" is present. If "N" is intended to represent a 
nitrogen atom, the formula is deficient in that nitrogen must form three bonds. 

X 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. §102 that form the 
basis for the rejections under this section made in this action. 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
pubHc use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 



Claim 1 is rejected under 35 U.S.C. § 102 (b) as being anticipated by Or (USP 5663 148). 
Or discloses (col 24, line 30+) a pentapeptide bearing a phenylacetyl group at the N- 
terminus. 

Thus, the claim is anticipated. 

Claim 1 is rejected under 35 U.S.C. §102 (b) as being anticipated by Arrhenius (USP 
5,936,065). 

Arrhenius discloses (col 87) peptides bearing a phenylacetyl group at the N-terminus. 
See also compound ID # 1040.01 in col 63. 
Thus, the claim is anticipated. 



A 
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Claim 1 is rejected under 35 U.S.C. §102 (b) as being anticipated by Findeis (USP 
5985242) 

Findeis discloses (col 64, line 1+) a pentapeptide bearing a hydroxyphenyl propionyl 
group at the N-terminus. 

Thus, the claim is anticipated. 



The following is a quotation of 35 USC. §103 which forms the basis for all obviousness 
rejections set forth in the Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Subject matter developed by another person, which qualifies as prior art only under subsection (f) and 
(g) of section 102 of this title, shall not preclude patentability under this section where the subject matter 
and the claimed invention were, at the time the invention was made, owned by the same person or 
subject to an obligation of assignment to the same person. 

This application cunently names joint inventoi"s. In considering patentability of the claims under 35 
U.S.C. 103, the examiner presumes that the subject matter of the various claims was commonly owned 
at the time any inventions covered therein were made, absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 C.F.R. 1.56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of potential 35 U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103. 



Claim 1 is rejected under 35 U.S.C. §103 as being unpatentable over Svendsen (USP 
4,190,574). 

Svendsen discloses (col 14, line 61) a tripeptide bearing a phenylpropionyl group at the N- 
terminus. 
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First, Arg-pNA is an "amino acid" of sorts, although Arg-pNA is not genetically coded. 

The rejection is justified on that basis alone. Second, it would have been obvious that the 
nitroaniline group would be cleaved off, giving rise to the compound with the free acid, i.e.: 
Ph-CH2-CH2-CO-Val-Gly-Arg. 

Thus, the claim is rendered obvious. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lukton whose telephone number is 571-272-0952. 
The examiner can normally be reached Monday-Friday from 9:30 to 6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cecilia Tsang, can be reached at (571)272-0562. The fax number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-1600. 

/David Lul<ton/ 



Primary Examiner, Art Unit 1654 



